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DECI SI ON_ON APPEAL

This is a decision on an appeal fromthe exam ner’s final

rejection of claims 1 through 7, 9 through 12, 16, 17, 19 through

lppplication for patent filed May 26, 1993. According to appellant this
application is a continuation of Application no. 07/837,234 filed February 14,
1992, now abandoned.
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24, 47 through 49, 51 and 53.2 No other clains are pending in the
applicati on.

Appel l ants’ invention relates to a hazardous materi al
treatment plant for processing hazardous material froma site.
According to clains 1 and 19, which are the only independent
clainms on appeal, the treatnent plant conprises a transportable
encl osure (150), a hazardous treatnent facility (250) located in
t he encl osure, a connection neans (e.g., 252a) coupled to the
treatnent facility and a connection port (100) |ocated at the
site and coupled to the connection neans. The connection port is
recited to conprise a neans (e.g., 20, 21) for extracting the
hazardous material from ground soil and/or ground water at the
site for processing in the treatnent facility, and the extracting
means, in turn, is recited to conprise one or nore transport
lines extending into the ground at the site. Both of the
i ndependent clainms on appeal recite that the treatnment facility
may be one of a plurality of different types of treatnent
facilities and that one of the types of treatnent facilities is
“optim zed for treating a different concentration range of said

hazardous material than another of said types of hazardous

2An amendment (paper No. 19) filed after the final rejection and
involving clainms 1, 2, 11, 16, 19, 22, 47 through 49, 51 and 53 has been
entered by the exam ner.
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material treatnment facilities . . .~

A copy of the appealed clainms is appended to appellants’
brief.

The followi ng references are relied upon by the exam ner as

evi dence of obvi ousness in support of his rejections under 35

UusS C 8§ 103:

Valiga et al. (Valiga) 4,352,601 Cct. 05, 1982
Mul l er et al. (Miller) 4, 383, 920 May 17, 1983
Kat z 4,838, 733 Jun. 13, 1989
Hei nt zel man et al. (Heintzelnman) 5, 030,033 Jul . 09, 1991
Silinski et al. (Silinski) 5,102, 503 Apr. 07, 1992

(Filed Aug. 04, 1989)

Appeal ed clainms 1 through 3, 9 through 12, 16, 17, 19
t hrough 24, 47, 49, 51 and 53 stand rejected under 35 U S. C
8 103 as being unpatentable over Silinski in view of Miller and
Kat z, and appealed clains 4 through 7 and 48 stand rejected under
35 U S.C. § 103 as being unpatentable over Silinski in view of
Mul | er, Katz, Valiga and Hei ntzel man. Appealed clains 1 through
7, 9 through 12, 16, 17, 19 through 24, 47 through 49, 51 and 53
additionally stand rejected under 35 U S.C. § 112, second
par agraph, as being indefinite for failing to particularly point
out and distinctly claimthe subject matter which appellants
regard as their invention.

Wth regard to the rejection of the appeal ed clains under
t he second paragraph of 8 112, the examner’s difficulty with the

3
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cl ai ml anguage centers on the word “optim zed” in the independent
clainms. According to the examner, “it is unclear structurally
how t he hazardous treatnent nmeans [sic, facility?] is optimzed
for treating a different concentration range” (answer, page 4).

Wth regard to the 8 103 rejection of independent clains 1
and 19, the exam ner has taken the follow ng position:

Mul I er et al recognize the use of specifically designed
liquid conduits and valves (ie., a nmanifold type
system) which permt the treatnent tanks to be operated
in series, in parallel, or in series/parallel (See col.
1, lines 54+). Also, the use of a connection port
conprising one or nore transport/extraction |ines

| ocated at a site to transport/extract fluids was known
in the art, at the tinme the invention was nmade, as
evidenced by Katz (see Fig. 1).

It would have been obvious to one of ordinary
skill in the art to utilize the connection neans or
mani fol d system as taught by Muller et al in the
Silinski et al hazardous material processing apparatus
in order to enable coupling of various types of
hazardous material treatnment tanks in a series node,
parallel node, or in a series/parallel node. Also, it
woul d have been obvious to one of ordinary skill in the
art to couple the connection port as taught by Katz to
the Silinski et al hazardous material processing
apparatus in order to cover and allow for the treatnent
of a large surface area.

Reference is nmade to the exam ner’s answer for further
details of his rejections.

We have carefully considered the issues raised in this
appeal together with the exam ner’s remarks and appel |l ants’
argunents. As a result, we conclude that the rejections of the

4
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appeal ed cl ai ns cannot be sustai ned.

Considering first the rejection under the second paragraph
of 8 112, it is established patent |aw that the cl ai ns nust
define the nmetes and bounds of the invention with a reasonabl e

degree of precision. In re Venezia 530 F.2d 956, 958, 189 USPQ

149, 151 (CCPA 1976). In the final analysis, the question as to
whet her or not |anguage in a claimconplies with § 112 { 2
requires a determ nation of whether those skilled in the art
woul d understand what is clainmed when the claimis read in |ight

of the specification. Seattle Box Co. v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr.

1984).

When the recitation that at |east one of the treatnent
facilities is “optimzed’” for treating a different concentration
range is read in light of appellants’ specification in the
present case, we are satisfied that one of ordinary skill in the
art woul d have understood that claimlanguage to nean that at
| east one of the treatnent facilities is nore efficient for
processing a particular concentration of a hazardous nateri al
than one of the other types of treatnent facilities. Furthernore,
it is not necessary for the clains to recite the particul ar

structure which optim zes the treatnent for a given concentration
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range of a hazardous material as the exam ner seens to suggest in

his remarks quoted supra. Instead, there is nothing intrinsically

wong with the use of functional |anguage to define what the

treatnent facility does. See In re Sw nehart, 439 F.2d 210, 212

169 USPQ 226, 228 (CCPA 1971). Accordingly, we nust reverse the
rejection of the appeal ed clains under the second paragraph of
§ 112.

Wth regard to the 8 103 rejections of the appeal ed cl ai ns,
the Silinski patent does disclose a transportable facility for
treating what may be regarded as a hazardous material. Silinski’s
treatnent facility, however, is specifically designed to recover
cl eaning solvents fromthe waste of a painting process where the
waste is stored in druns, tanks or other containers at the
processing site. As such, Silinski’s treatnment facility is not
equi pped or even intended to extract and process a hazardous
material which is present in the ground.

The Mul | er patent al so does not disclose a treatnent plant
which is equi pped to extract and process hazardous nateri al
present in the ground. Instead, this reference nerely discloses a

transportable plant for purifying a liquid such as water.
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Unlike the treatment facilities disclosed in the Silinski
and Mul l er patents, the systemdisclosed in the Katz patent is
not a treatnment facility for processing any type of material, |et
al one a hazardous material. Instead, this reference discloses a

system havi ng a vacuum punp connected to tubul ar conduits

inserted into a landfill to evacuate gas fromthe landfill to
make the |andfill nore conpact. Thus, contrary to the exam ner’s
position, we find no teaching in this patent or any of the other
cited references of connecting Katz’ ground-penetrating gas
extraction tubes to Silinski’s recovery facility.

In applying the references as he did, the exam ner seens to
have | ost sight of the fact that, as franmed, his rejection
requires the nodification of a particular treatnment facility,
nanmely Silinski’s solvent recovery facility, not just any
treatnment facility. Since the solvents to be recovered with
Silinski’'s facility are not |located in the ground, there is no
reason that woul d have notivated one of ordinary skill in the art
to connect Silinski’'s facility to transport |ines or tubes
extending into the ground. Furthernore, the Heintzel man and

Val iga patents do not rectify the deficiencies of the references
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applied in the rejection of clains 1 and 19.

Accordi ngly, we cannot agree that the conbi ned teachings of

the applied references suggest the subject matter recited in

i ndependent clainms 1 and 19 and, hence, the subject matter

enbraced by the appeal ed dependent clains, to warrant a

concl usi on of obvi ousness under the test set forth inln re

Keller, 642 F.2d

413, 425,

208 USPQ 871, 881 (CCPA 1981). W therefore nust

reverse the 8 103 rejections of clainms 1 through 7, 9 through 12,

16, 17, 19 through 24, 47 through 49, 51 and 53.

The exam ner’s decision rejecting the appealed clains is

rever sed.

REVERSED

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

) BOARD OF PATENT
HARRI SON E. McCANDLI SH ) APPEALS AND
Seni or Adm nistrative Patent Judge ) | NTERFERENCES

)

)

)
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